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given in full so far as they relate to trade-marks, or allied sub- 
jects, with references to the official or other reports, if any, in 
which the cases are to be found, and with annotations and cross 
references, designed to illustrate the development and assist in 
the study of this branch of the law. 

It likewise contains the text of all legislative enactments of 
the several state legislatures, and of the federal congress, re 
lating to the subject. 


Thus the publication embraces the entire body of current law 
in this important field within the United States, as announced 
by courts and legislative bodies from year to year. It includes 


also all treaties and conventions to which the United States is a 


party. relating to trade-marks. Each annual volume will be com- 
pleted with an index, digest and table of cases, that will make its 
contents readily accessible for reference. 

It is intended primarily for the use of lawyers and is edited 
with a view to their needs and requirements. The subscription 
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and Mexico; elsewhere TEN SHILLINGS. 
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UNITED STATES CIRCUIT COURT OF APPEALS 


Coca-CoLa Co. v. GAY-OLA Co. 


r. UNFAIR COMPETITION—S ON 
The manufacturer of an article, equivalent in properties and ay 
pearance to that of another manufacturer, is guilty of unfair competi 
tion, when he encourages dealers to buy his product for the purpose 
of substituting it on orders for the other. It is immaterial that the 


dealers are not deceived, and their wrong doing is that of the manuf: 
turer who induced it. 


2. UNFAIR COMPETITION—COLOR OF BEVERAGES 
Where the needless imitation of the color of a beverage is part 
of a general scheme to cause the product to be substituted for another 
such imitation should be enjoined unless effective means he 3 
vided for otherwise distinguishing the products 
3. PARTIES—EXCLUSIVE AGEN 
One who has an exclusi ontract for the sale of a product with1 
certain territory is not a necessary party to a suit for unfair compe- 
tition within that territor 





4. DEFENSE—CONTRACT IN REs NT OF TRADI 
The illegality under the Sherman anti-trust law of the complain- 
ant’s dispensing contracts is no ground for refusing to its trade 
protection against unfair competition 


\ppeal from decree of the circuit court for the western 
district of Tennessee in favor of the defendant. 
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rHRE TRADE-MARK BULLETIN 


Candler, Thomson & Hirsch and Lehman, Gates & Martin, 
for appellant. 
Brown & Anderson, for respondent. 


Before WARRINGTON, KNAPPEN and Denison, Circuit 
Judges. 

Complainant below, appellant here, sought protection against 
the unfair competition of defendant. The bill of complaint car- 
ried as exhibits, various letters and circulars of defendant. The 
answer admitted these letters and circulars but denied any wrong, 
in intent or in law, in that connection. Depositions were taken 
and, upon final hearing, the bill was dismissed. 

It appeared that complainant had put upon the market very 
extensively a drink known as Coca-Cola, made under a secret 
formula; that this business had grown up and increased and 
extended over a period of twenty years; and that the business 
had become extremely valuable. Complainant’s product was 
in the form of an essence or concentrated liquor, designed to 
be mixed with water at the time of consumption. This essence 
had certain peculiarities of taste, color, ete., and was sold by com- 
plainant in barrels or kegs, painted with a particular shade of 
red, and marked with complainant’s labels. Purchasers from 
complainant were of two classes: first, the fountain proprietors 
who mixed the essence with carbonated water and sold directly 
to the consumer; and, second, the bottling companies who added 
the necessary carbonated water and put the product up in sealed 
bottles and then sold this article to retail dealers. Defendant 
claimed to have discovered complainant’s formula and to be in 
fact making the same thing. It adopted for its product and for 
its corporate name the word ‘“Gay-ola.” It proceeded to bring 
this product into public notice by some advertising under its 
own name and by some other methods not criticized by com- 
plainant—all to an extent not distinctly shown by this record. 
It also wrote a series of letters to bottling companies which were 
engaged in bottling Coca-Cola, which letters were to the effect 
that it would sell the bottler Gay-Ola for a lesser price than he 
was paying for Coca-Cola; that the two articles were just alike 


and no one could tell the difference; that the bottler could, if 





nncnceetintientlttsithias 


COCA-COLA CO. V. GAY-OLA CO. 


G2 


he wished, substitute Gay-Ola for Coca-Cola and his patrons 
would never know it; that several bottlers who had been handling 
Coca-Cola were doing this successfully and without discovery ; 
and that, if the bottler desired, defendant would ship him Gay- 
Ola in plain, unmarked packages so that his dealings with de- 
fendant would not be observed. Several of the letters in the 
record are of this substantial effect, though they use different 
forms of expression, and some only by hint and innuendo con- 
vey the invitation to substitute and so to deceive the final pur- 
chasers. 

Defendant also sent circular letters to soda fountain pro- 
prietors, setting out the cheap price and the merits of Gay-Ola 
and its identity with Coca-Cola, and quoting from a testimonial of 
a soda fountain proprietor: “No one can tell it from Coca-Cola, 
and I sell it for Coca-Cola and every one says | have the best Coca- 
Cola in the city.” On these letters, the defendant added the 
postscript: “For your information, beg to state that we are 
shipping twenty-one Coca-Cola bottlers. ‘Nuf said.’ ” 

Drntson, C. J.—An answer under oath was not waived. The 


1 


answer filed is verified by one of the defendant's corporate 
officers, and sets up, by way of affirmative defense, that com 
plainant comes with unclean hands and can not be heard, because 
its product is mis-branded and because the name Coca-Cola is 
deceptive (California Fig Syrup Co. v. Stearns (C. C. A., 0) 73 
Fed. Rep., 812, 816) ; but defendant took no proofs. A corpora- 
tion cannot answer under oath, and even if its answer, when 
verified by an officer, is evidence under the equity rule, it is not 
available to prove an affirmative defense (Scitz v. Mitchell, 94 
U. S., 580, 582; Ritterbusch v. Atchison, etc., Ry. (C. C. A., 8) 
198 Fed. Rep., 46, 50). These matters must, therefore, be dis- 
missed from consideration (and see U. S. v. 40 Barrels, ete. 
191 Fed. Rep., 431). 

The substantial question seems to be whether complainant 
has a remedy against defendant, or whether the remedy is con- 
fined to proceedings against that retail trade which is the imme- 
diate agent in deceiving the ultimate purchaser. That the de- 
fendant has planned and expected a benefit by the fraud so to be 
practiced, and that it has deliberately furnished to the dealers 
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the materia! for practicing the fraud with the expectation and 
desire that the material be so used, are perfectly plain—indeed, 


are hardly denied. 


The ultimate wrong here contemplated is clearly to be classi- 
hed as unfair competition, within the definitions adopted by the 
Supreme Court and by this court (Elgin, etc., Co. v. [/linots Match 
Company, 179 U.S., 665, 674; Merriam Co. v. Saalfield, 198 Fed. 


/ 





Rep., 369; Everett Piano Co. vy. Maus, opinion this day filed) 
and complainant is entitled to such relief as a court of equity 
can give, unless merit can be found in its defense that it had 
the right to make and sell the article which it did sell. and that 
it is not responsible for the fraud of its vendees. 

The interposition of equity in this class of cases rests upon 
the inadequacy of the remedy at law; and this inadequacy con- 
sists in the resulting multiplicity of suits, impossibility of com- 
puting indirect damages and probable irresponsibility of many 
wrongdoers. If these reasons lead to the issuing of an injunc- 
tion against one of a large number of those who commit the 
final tort, even more do they indicate the necessity of an injunc 
tion against one who is conspiring or cooperating to cause a 
large number of such torts. Accordingly, we find it recognized 
by this court that in a suit for unfair competition, it is not 
necessary to show that the immediate purchasers were deceived 
as to the origin of the goods, but even if they thoroughly under- 
stand that they are buying the counterfeit and not the genuine, 
the manufacturer of the counterfeit will be enjoined from selling 
it to dealers with the purpose and expectation that it shall be 
used by the dealers to deceive the consumer (Garrett v. Garrett 
(C.C. A., 6) 78 Fed. Rep.. 472, 476; Royal Co. v. Royal, 122 Fed. 
Rep.. 337, 345; and see cases cited in “Cyc.” Vol. 3& p. 778, 
notes 25 and 26, also Kalem v. Harper, 222 U. S., 55, 63). Un- 
der the principles on which these cases were decided, we are 
satisfied that an injunction must go against the defendant. There 
is no room for it to shift the blame to “tricky retailers.” as in 
Rathbone Co. v. Champion Co., 189 Fed. Rep. (C. C. 4., 6) 20, 
33; defendant is an accomplice, if not the principal, in the trick. 
With this conclusion established, it 1s obvious that the injunction 


should forbid a!l attempts directly or indirectly to encourage or 
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induce the dealer to make the fraudulent substitution; but com- 
plainant also asks that the injunction extend to the use of barrels 
or kegs painted of the same color as complainant’s, and_ to 
coloring the product itself with the same color, and to using 
any packages not plainly marked Gay-Ola. Whether the injunc- 
tion shou-d Lave this scope must be considered. 

It is first to be observed that defendant is at the best on 
a narrow ground of legality. The name which it has adopted 
does not negative an intent to confuse; the product is identical, 
both in appearance and taste; and the form of script used in 
printing the trade-mark names is the same. Even if the use 
of each of these items of similarity was lawful when accom- 
panied by good faith and no intent to deceive, they put the 
product near that dividing line where 





good or bad faith is the 
criterion, and their presence puts upon the user a_ burden 
of care to see that deception does not naturally result. Con- 
versely, when we find, as a fact, from the other conduct of the 
defendant, that the underlying intent is to perpetrate a fraud 
upon the consumer, this intent must color the accompanying 
acts, and some which otherwise might be innocent become guilty. 
So here. The red coler used by complainant on its barrels and 
kegs is not a color which it discovered or to which it had ab- 
stract monopoly; but this color has long been used by complain 
ant in a way that was exclusive in this trade. No other 
manufacturer of analogous or competing drinks uses that color 
of package, and its adoption by defendants is one of the constitu- 
ent parts of defendant's scheme of fraud. So, too, with defend- 
ant’s failure to mark its packages with anything to indicate the 
place of manufacture. Ordinarily, a man may mark his goods 
or not, as he pleases, but when he has his marks and labels which 
he uses on occasions and can have no motive for sending out 
unmarked packages except to aid in a fraudulent substitution, the 
act, otherwise permissible, becomes forbidden. 


The question remains whether the injunction should go to 
the extent of forbidding defendant to sell Gay-Ola with the 
identical color it now has—that is, to forbid its sale unless 
colored so as to distinguish it from Coca-Cola. Defendant con- 


tends that such a prohibition is inconsistent with its legal right 
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to make and sell an article which is in fact exactly like Coca- 
Cola. This contention seems unpersuasive in view of defend- 
ant’s pleading. In its answer, it has abandoned the claim of its 
advertising literature that Gay-Ola is made exactly according to 
the Coca-Cola formula, and urges that its product is a different 
and better compound. It says that it has improved upon the 
formula of Coca-Cola, while eliminating one of the elements, 
and that its product is “greatly superior” to Coca-Cola. It thus 
destroys a considerable part of the foundation upon which rests 
its claimed right to adopt a color which will be deceptive; but 
we pass by this consideration. 

The record justifies the conclusion that the color is ‘Non- 
functional’ —to use the phraseology of the patent law. The bill 
alleges that Gay-Ola is “artificially and unnecessarily” colored 
so as to look exactly like Coca-Cola. The answer denies this 
in terms, but it goes on to say that the color is produced by 
caramel which is in universal use for coloring purposes and is 
used by complainant for coloring Coca-Cola. There is here no 
claim that caramel serves any other purpose in either compound, 
except merely to give color, and saying that it 1s one of the 
“component elements,” as one of the witnesses does, is saying 
nothing more. It follows that the adoption not only of caramel 
but of the selected amount of caramel was for the main and 
primary purpose of making the two articles look just alike. In 
this connection, it appears that there is a great variety of col- 
oring materials open to the use of any manufacturer and selec- 
tions from which are used by other manufacturers. 

The record also requires the conclusion that defendant's 
business had a substantial basis in this contemplated fraud. 
Doubtless it intended to try to make a reputation and business 
for Gay-Ola on its own merits in certain quarters, and perhaps 
eventuall 


a 


in a general way, but it is clear that in the mean- 
time and wherever it could and as the easiest way of getting a 
large business it intended to have its product sold as and for 
Coca-Cola. 

Un 


er these circumstances, we need not consider what the 
rule would be if the color were the incidental resuit of an ingredi- 
F 





ent used for some other purpose, nor yet what the rule would 
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be if the defendant had adopted even a wholly unnecessary 
identity in color in connection with a good faith effort to sell 
its own goods on their own merits. This court has not yet said 
that a case of fraudulent competition can be made out solely by 
proof of identity in a non-functional particular (Rathbone Co. 
v. Champion, supra; Hilker Mop Co. v. U. S. Mop Co., 191 Fed. 
Rep., 613). This case is not even one of imitating matters of 
appearance in an article of common manufacture, like furniture 


] 


(Globe-IVernicke Co. v. Macey Co., 119 Fed. Rep.. 695, 704.) 
We rest our conclusion here upon the fact that the color was 
adopted in part as a means of aiding the contemplated fraud, 
and that if its adoption was also in part innocent, there is here 
a coniusion caused by defendant; that the burden is therefore 
upon defendant to see to it that ultimate fraud does not result 
from this confusion; and that so far as defendant can not safe 


guard this result, it may not use the color. There is here marke‘, 





indeed close, analogy to the rule of Il’estinghouse v. Ilagner 
Co., 225 UL. S., 604; and to the rule which requires an article 
which is likely to deceive as to its origin to be distinctly tagged 
with the name of the real producer (Merriam v. Saalfield, supra). 
It goes without saying that this tag should be in form adapted 
to reach the notice of the final purchaser. 

\s to the bottling part of the output, defendant could ap 
parently provide reasonably efficient means of notice and so 
probably prevent deception by seeing to it that bottles were 
stamped and labeled prominently with the name of its product; 
as to the soda fountain part of the output, we do not at present 
see how deception could be efficiently prevented save by giving 
the product a non-deceptive color; although some other satis- 
factory means may be brought to the attention of the court 
below. The defendant should be enjoined from selling Gay-Ola 
of the same or substantially similar color to Coca-Cola unless 
and in so far as upon settlement of the decree below means 
may be provided by which the ultimate consumer will be fairly 
advised that he is not getting complainant's Coca-Cola, but is 
getting something else. 

Two matters of affirmative defense require mention; jur- 
isdiction in this case is founded on diverse citizenship, the 
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complainant being a Georgia corporation and the defendant a 
Tennessee corporation. Complainant has a contract with the 
Coca-Cola Bottling Company, of Chattanooga, a Tennessee cor- 
poration, by which its entire product intended for bottling pur- 
poses in several states, including Tennessee, is sold to this 
Tennessee corporation, or to other Coca-Cola bottling companies 
scattered over the contract territory and which are organized as 
subsidiaries to the Tennessee corporation, and so it is said that 
the injury done by defendant in inducing these subsidiary bottling 
companies to substitute Gay-Ola for Coca-Cola, is an injury 
to the Tennessee corporation, and it must be made a party; 
whereby the court will be ousted of its jurisdiction. It is true 
that the interests of the Tennessee corporation may be affected 
by this litigation, and it may well be that under the special cir 
cumstances appearing by the record, the Tennessee corporation 
would be a proper party. It does not follow that it 1s a neces 
sary party. If the fraudulent substitution of Gay-Ola for Coca- 
Cola is effected by these subsidiary bottling companies and 
thereby the deception of the purchasing public is consummated, 
complainant suffers, not only the direct loss of its sale, but the 
indirect damage through loss of reputation and business, which 
may follow the substitution. These things give complainant a 
direct and independent interest in preventing the fraud. The 
fact that the Chattanooga Bottling Company has, for itself and 
its subsidiaries, the exc‘usive right to handle all of complainant’s 
product which is devoted to bottling purposes does not differen- 
tiate the case from the ordinary one of manufacturer, jobber and 
dealer. The manufacturer can not be unable to act for the pro- 
tection of his goods in the retail field unless he acts through or 
jointly with the jobber. 

The other matter is this: All the subsidiary Coca-Cola 
Bottling Companies act in their respective localities under iden- 
tical contracts with the Chattanooga Bottling Company, which 
contracts have certain exclusive and price-restricting features 
which are claimed to make them obnoxious to the Sherman Law, 
and it is said that the rule of Miles Medicine Company v. Parks, 
220 U. S., 373, 408, applies to this situation and requires the 
complaint to be dismissed. Without considering these premises, 
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it is sufficient to say that we do not so understand that case. It 
holds that the manufacturer may not have the aid of equity to 
enforce the very terms of the contract system there involved; it 
does not hold that the remedies of the Dr. Miles Medical Com- 
pany to protect itself and the public from fraudulent competition 
would be destroyed or abridged because of the existence of these 
contract restrictions; and we see no reason why such a system 
of exclusive contracts, not tending to establish a monopoly ex- 
cept in connection with that lawful measure of monopoly which 
is inherent in a trade-mark and an established business, should 
have the effect to deny to a complainant that equitable remedy to 
which he otherwise would be entitled. Indeed, it is held that 
complainant’s participation in a violation of the Sherman act 
does not destroy his right to protection against infringement on 
trade rights (Brown Saddle Co. v. Troxel (C. C.), 98 Fed. Rep., 
620; Camors v. McConnell (C. C.), 140 Fed. Rep. 412; Iley- 
man-Burton Co. v. Old Indian Snuff Mills (C. C.), 197 Fed. 
Rep., 1015 [Reporter, Vol. 2, p. 166] ). 

The decree below must be reversed and a decree should be 
entered in accordance with the prayer of the bill and this opinion. 
The appellant will recover costs of both courts. 

[For other cases on the liability of the manufacturer who purposel 


puts into the hands of dealers the means of deceiving the public by sub 
stitution of goods, see Hostetter Co. v. Brueggeman-Reinert Distilling ( 


460 Fed. Rep., 188: Hostetter Co. v. Van Vorst, 62 id., 600; Hostetter Co 
v. Becker, 73 td., 297; Hostetter Co. v. Sommers, 84 1d., 333: Hostette 
Co. v. Brunn, 107 1d., 707; Hostetter Co. v. Conron, 111 td., 737; Samuels 


Bros. v. Hostetter Co., 119 Fed. Rep., 257 
On the question of color as an element in unfair competition, see 
Reporter, Vol. 2, p. 237, note. 
As to the bearing of the Sherman anti-trust law on the title to a 
trade-mark and its protection, see Reporter, Vol. 2, p. 168, note | 


Bristo, Co. v. GRAHAM 
(199 Fed. Rep., 412.) 
Eighth Circuit, August 22, 1912. 
f. TRADE-MARK—REPRESENTATION OF THE Goons. 
A drawing used in the application for a patent, designed to show 


the manner in which the patented article is to be applied, can not be a 
valid trade-mark, and the registration thereof is unavailing to prevent 
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the use of a like drawing by another for illustrative purposes aiter the 
patent has expired 
2. UnNFarr COMPETITION—LEGITIMATE ILLUSTRATION, 

There is no unfair competition in the use of an illustrative cut 
to show the manner of applying the article sold, where the similarity 
of the drawing to that used by a competitor arises from the sin 
of the goods themselves, and the dressing of the goods is otherwise 


distinctive 


Appeal from a decree of the circuit court of the United 
States for the eastern district of Missouri, in favor of defendant. 





Roy M. Eilers, of St. Louis, Mo. (Terence F. Carmody, of 
Waterbury, Conn., of counsel), for appellant. 
I}. F. Small, of St. Louis, Mo. (IlV’. Keane Small, of St. 
Louis, Mo., of counsel), for appellee. 
Before SANBORN and Hook, Circuit Judges, and WILLARD, 
District Judge 
WiLLArbD, District Judge.-—The Bristol Company, plaintiff 
below, charged in the bill infringement of its trade-mark and 
unfair competition. On July 30, 1889, William H. Bristol, the 
assignor of the ‘plaintiff, obtained a patent for a steel belt lacing 
The drawings accompanying that patent do not appear in the 
record, but it 1s said that the drawing below, marked Figure 3, 
is a correct representation of Figure 3 of the patent: 
The lacing standing on the belt is identical with the model 
: 
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of the plaintiff’s lacing, Exhibit 4. The patent expired in 1906. 
About three months before its expiration, and on March 9, 1906, 
the plaintiff applied for the registration of a trade-mark in 
connection with its steel belt lacing, and on March 5, 1907, 
registration was granted of a trade-mark, of which the following 
is a copy: 








———— 
READY TO APPLY FINISHED JOINT 


This is the trade-mark claimed to be infringed. 


The patent having expired, the defendant had the right to 
manufacture Bristol steel belt lacings. This is conceded by 


the appellant. It says in its brief, on page 9: 


‘omplainant concedes that the article made under a patent is free 
the patent expires, al d that the marking 


1 1 1 1 : 
to be used bv th pul 


irs, ete., of the article may be imitated, and that the generic and 
identifying name may likewise be used.” 

The defendant or any one else having a right to make the 
lacing, he had a right to describe it as it was described in the 
specification in the patent. In describing it he was not limited to 
the words used by the patentee in telling what the patent was. 
He was entitled to describe it by the drawings. The registered 
trade-mark is nothing more than a pictorial description of the 
article made. It is a symbol showing how the lacing is applied. 
It is a part of the directions which the Bristol Company has 
always given as to the use of the article. This appears from 
the plaintiff's label, which, under the head of “Directions,” con- 
tains the following: 


“Place the lacing upon the joint as shown in the above cut, and drive 
the spurs through.” 


The plaintiff introduced in evidence a circular issued in 
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connection with the Buffalo belt fasteners. That circular con- 
tains several cuts, and says under one of them: 


“ 


This cut represents the manner in which the fasteners should be 
used.” 


Under another cut it says: 
“This cut represents a very excellent feature of the fasteners.” 


This is precisely what the plaintiff's cut represents, the man- 
ner in which the lacing should be used. Its trade-mark does 
not indicate origin or ownership. Any one making Bristol steel 
belt lacing could employ this design with equal truth and with 
equal right. In the case of Standard Paint Co. v. Trinidad 
Asphalt Co., 220 U. S., 446, on page 453, 31 Sup. Ct., 456, on 
page 457 (55 L. Ed., 536), the court said: 


“The definition of a trade-mark has been given by this court and the 
extent of its use described. It was said by the Chief Justice, speaking 
for the court, that ‘the term has been in use from a very early date, and, 
generally speaking, means a distinctive mark of authenticity, through 
which the products of particular manufacturers or the vendable commodt- 
ties of particular merchants may be distinguished from those of others. 
It may consist in any symbol or in any form of words; but, as its office 
is to point out distinctively the origin or ownership of the articles to 
which it is affixed, it follows that no sign or form of words can be ap 
propriated as a valid trade-mark, which, from the nature of the fact 
conveyed by its primary meaning, others may employ with equal truth, 
and with equal right, for the same purpose. Elgin National Watch Com 
pany v. Illinois Watch Co., 179 U. S., 665, 673, 21 Sup. Ct., 270, 45 L. Ed., 
305. There is no doubt, therefore, of the rule. There is something more 
of precision given to it in Canal Company v. Clark, 13 Wall., 311, 323. 
20 L. Ed., 581, where it is said that the essence of the w rong for the 
violation of a trade-mark ‘consists in the sale of the goods of one manu 
facturer or vendor as those of another, and that it is only when this 
false representation is directly or indirectly made that the party who 
appeals to a court of equity can have relief. A trade-mark, it was 
hence concluded, ‘must therefore be distinctive in its original signification 
pointing to the origin of the article, or it must have become such by 
association.’ But two qualifying rules were expressed, as follows: ‘No 
one can claim protection for the exclusive use of a trade-mark or trade 
name which would practically give him a monopoly in the sale of any 
goods other than those produced or made by himself. If he could, the 
public would be injured, rather than protected, for competition would 
be destroyed. Nor can a generic name, or a name merely descriptive of 
an article of trade, of its qualities, ingredients or characteristics, be 
employed as a trade-mark and the exclusive use of it be entitled to legal 
protection. And, citing Amoskeag Manufacturing Company vy. Spear, 
2 Sandf. (N. Y.), 590, it was further said there can be ‘no right to the 
exclusive use of any words, letters, figures, or symbols which have no 
relation to the origin or ownership of the goods, but are only meant to 
indicate their names or qualities.” 
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When that case was before this court (7rinidad Asphalt 
fg. Co. v. Standard Paint Co., 103 Fed., 977, on page 979; go 
C. C. A., 195, on page 197), it was said: 


“It is the settled rule that no one can appropriate as a trade-mark 
a generic name, or one descriptive of an article of trade, its qualities, 
ingredients, or characteristics, or any sign, word, or symbol which, from 
the nature of the fact it 1s used to f 
equal truth.” 





others may employ with 


In Merriam v. Famous Shoe & Clothing Co. (C. C.), 47 


Fed., 411, Judge Thayer said, on page 413: 


“The next matter to be considered is the charge that the defendant 
uses the device of a book, with the words ‘Webster’s Dictionary’ printed 
thereon, on its circulars, bill heads, etc., in imitation of a like practices 
pursued by the complainants. In my judgment, no person engaged 
publishing and selling a book or books can acquire an exclusive right 
to use the device of a book on letter heads and bill heads, or wrappers 
or boxes containing books. The device in question, when used in that 
connection or relation, t sufficiently arbitrary to constitute 
trade-mark. When so us by a publisher or bookseller, such 
serves to indicate the kind of business in which a party is engaged, or 
it is descriptive of the contents of particular packages. Other persons 
engaged in the same business have the right to advertise their calling, 
or to describe the contents of packages, by the use of the same device 
If a publisher or bookseller can acquire an exclusive right to use the 
device of a book on tter heads, bill heads, wrappers, etc., ther a watch- 
maker might acquire the exclusive right to use the picture of a watcl 
a shoemaker to use the picture of a shoe, and so on throughout the 


entire list of occupations in which men are engaged.” 


In Rice-Stix Dry Goods Co. v. J. A. Scriven Company, 165 


Fed., 639, on page 642, g1 C. C. A., 475, on page 478, this court 
said: 


“The buff-colored strip, in combination 


with the light-colored 
became clearly descriptive of the article, 


and because complainant alone, 
during the life of the patent, manufactured the same, the color alone did 


not indicate to the public that such drawers were of complainant’s make.” 


In Greene, Tweed & Co. v. Manufacturers’ Belt Hook Co. 
(C. C.), 158 Fed., 640, it was said, on page 641: 


“From the affidavit of complainant’s witness E. W. Blake, it appears 
the studs made under Blake patents generally had the stars stamped upon 
them. Whatever of significance there may have been in this device is 
now, and was at the time this suit was begun, public property as an 
appurtenance to the Blake and Weston patents. If the stud was always 
so marked by the manufacturers while they had a monopoly thereof, it 
may well be claimed now that the distinctive earmarks which entered 
into its trade success also became public.” 





| 
| 
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See, also, Yale & Towne Mfg. Co. v. Worcester Mfg. Co. 
(C. C. A.), 195 Fed., 528 (1st circuit). 
This is not the first time that an attempt has been made to 


extend the monopoly of a patent by registering a trade-mark 


connected therewith after the patent had expired. Singer Mfg. 
Co. v. June Mfg. Co., 163 U. S., 169, 16 Sup. Ct., 1002, 41 L. Eid., 
118; J. A. Scriven Co. v. W. H. Towles Mfg. Co., 32 App. 
D. C., 321. In Sternberg Mfg. Co. v. Miller, Du Brul & Peters 


Mfg. Co., 161 Fed., 318, at page 320, 88 C. C. A., 398, at 
400, this court said: 


page 


“When this patent expired in 1903, the complainant clearly enough, 
as we think, sought to perpetuate its monopoly by registering the name 
‘Vertical Top’ as a trade-mark.” 


In Cheavin v. Walker, Law Rep., 5 Chane. Div., 850, the 
court said, at page 862: 


“Protection extends only to the time allowed by the statute for the 
patent, and 1f the court were afterwards to protect the use of the word 
as a trade-mark, it would be in fact extending the time for protection 
given by the statute. It is, therefore, impossible to allow a man who 
has once had the protection of a patent to obtain a further protection 
by using the name of his patent as a trade-mark.” 


And again at page 863: 


turn a description of the article into a trade-mark. Whatever is mere 
description is open to all the world. In the present case the plaintiff's 
label was nothing more than a description, and he can not therefore have 
protection for it as a trade-mark.” 


“It is impossible to allow a man to prolong his monopoly by trying t 


Our conclusion is that the trade-mark is not a valid one. 

The plaintiff says, however, that although defendant may 
have the right to manufacture Bristol steel lacing, to sell it under 
that name, and to use the design in question, he has no right to 
sell other lacings under the name of the [Bristol lacing. This 
claim removes the discussion into the second part of the case, 
namely, that relating to unfair competition. 

A sample of the paper box in which the defendant packs 
his hooks appears in the record, but it seems very strange that 
the plaintiff did not introduce a sample of its box. There is no 
way, therefore, of comparing the two boxes for the purpose of 
seeing whether the defendant has so dressed his goods as to 





BRISTOL CO. V. GRAHAM 15 


attempt to palm them off as the goods of the plaintiff. The 
plaintiff's label, however, appears in the record, and the testi- 
mony of Bristol is that the label was placed on the top of each 
box. 

The defendant has no label, strictly speaking, but prints his 
design and reading matter upon the box itself. This box seems 
to be made of light manila cardboard. 

An examination of the tops of the respective boxes shows 
that there is no similarity whatever between them. There is 
hardly anything on one that appears on the other. It is true, 
however, that upon two sides of the box the defendant prints 
the words “Steel belt lacing,’ and upon another side he prints 
a cut very like that shown in the plaintiff’s trade-mark. It differs 
from it, though, in two respects: (1) It does not have the words, 
“Ready to Apply, Finished Joint,” thereon; and (2) it repre- 
sents, not the Bristol lacing, but the defendant’s hooks, which 
are different from the lacing. 

It is also true that on some of the stationery of the defendant 
his cut appears as it does upon the box, but with the words “Ready 
to Apply, Finished Joint,” thereon. There is no evidence in the 
case, however, that any one ever bought the defendant’s hooks, 
thinking that he was buying [Bristol steel belt lacing. One of the 
plaintiff's witnesses, a traveling salesman, testified that the rep- 
resentations made by the defendant were that the Star was just 
as good as the Bristol. He also said that he was unable to sell 
any of the Bristol product to one firm in Denver, because they 
had the Star, and said they were just as good for less money. 
The evidence is entirely insufficient to justify a holding that the 
defendant has been guilty of unfair competition. 


The decree of the court below is affirmed, with costs. 


[For other judicial decisions on the validity of a trade-mark con 
sisting of the representation of the article to which it is applied, see 
Capewe ] Horsenail = \ V/ oney, 107 Fed Rep., Gye; In fre. WEL! 
furter, etc., Reporter, Vol. 2, p. 170; New York Mackintosh Co. v. Flam, 
Ibid., p. 324. For decisions of the United States Patent Office on the 


same point, see /n re Spencer, 14 Ms. Dec., 132; Pratt v. Farmer, 187° 
Com. Dec., 244: Jn re Smith, 1879 id., 222; In re Rosenberg & Co., 
59 Ms. Dec., 162: Ex parte, Cross, 96 O. G., 643; Ex parte, Crescent 


Machine Co., 97 id., 750: Ex parte, Spos, tot id., 661; In re Halliday 
Bros., 1879 Com. Dec., 197: In re Hurlburt Mfg. Co., 41 Ms. Dec., 351; 


Ex parte, Foulds Milling Co., Reporter, Vol. 2, p. 140.] 
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STANDARD CHOCOLATE Co., ct al. v. Ropert A. 


JoHNSTON Co. 
(200 Fed Rep., 53.) 
Sixth Circuit, November 7, 1912. 


UNFAIR COMPETITION—FAMILY NAME 


When the name “Johnston” has acquired a secondary meaning 


as indicative of complainant’s products, the sale by another of “John- 
son's” chocolates is unfair competition. 
Appeal from an order of the district court, southern district 
of Ohio, granting a preliminary injunction. 


John C. Healy, Howard Ferris and Malcolm McAvoy, of 
Cincinnati, Ohio, for appellants. 

William C. Quarles, T. H. Spence, J. O. Quarles, and C. S. 
Thompson, of Milwaukee, Wis., for respondent. 


Before WARRINGTON, KNAPPEN, and DEeEnNIson, Circuit 
Judges. 


Per CurtAmM.—Appellants complain of a preliminary injunc- 
tion order which enjoins each of them “from in any form or 
manner whatsoever making use of the trade-name ‘Johnston’s 
Chocolates.’’’ Appellee: brought the suit upon the theory that 
by many years of exclusive use “Johnston’s Chocolates” had 
become a trade-name, to which appellee was entitled under the 
secondary meaning theory, and that the sale by appellants of 
“Johnson’s Chocolates” was therefore unlawful. 


1. Under the settled rule in this circuit that such an appeal 
as this presents only the question whether the court below was 
exercising reasonable discretion (City of Grand Rapids v. War- 
ren Bros. Co., 196 Fed., 892), the preliminary injunction against 
the two corporations must stand. Whether, by reason of John- 
son’s controlling ownership in the corporations, they might, un- 
der other circumstances, be entitled to use his name, if in some 
manner that would not deceive, is a question not presented by 
this record. 


? 


2. If Johnson ever should wish to engage in the chocolate 
business personally, he would be entitled to use his own name, 
under the limitations indicated by the opinion of this court in 
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Merriam vy. Saalfield, 198 Fed., 369. The injunction order is 
capable of a construction broad enough to prevent this use, al- 
though very probably not so intended. The record does not show 
that Johnson had engaged in business personally, or had any 
plan or desire to do so, or that this criticism upon the form of the 
order was in any way brought to the attention of the court below. 

The order should be in this respect modified, but appellant 
| 


will recover one-half of his costs only. In other respects the 


order is affirmed. 


UNITED STATES DISTRICT COURT 


G. & C. MeERRIAM Co. v. SYNDICATE PUBLISHING Co. 
G. & C. MeErrRIAM Co. v. CuppLEs & LEON Co. 
Southern District of New York. January 3, 1013 


1. TrRADE-NAME—“WesstTer”’—DescripTivE TERM 
The name “Webster” in its application to dictionaries has a de- 
scriptive sense and means a dictionary compiled upon the basis of 
the work of Noah Webster. It may be properly applied to any dic- 
tionary so compiled, no matter by whom. 
2. Trape-NAME—WEBSTER”—SECONDARY MEANING 
Whether the name “Webster” has acquired any secondary mean- 
ing as indicating a dictionary published by the publishers of the 
original Webster's dictionary or their successors, quaere 


In equity. On final hearing. 


William B. Hale, for complainant. 
Hugh A. Bayne, Harry D. Nims, and Lauren Carroll, for 
defendant. 


These are two suits in equity to secure an injunction and 
accounting against the defendants for the publication of two 
certain dictionaries, one under the title of “Webster's New Stand- 
ard Dictionary,” published by the Syndicate Company, and the 
other under the title of “Webster's New Century Dictionary,” 


Da 
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published by the Cupples & Leon Company. Each of these 
books is substantially taken from the same plates and the dif- 
ferences between them are few, though the “Century” has been 
less changed than the “Standard.” They are each printed from 
a dictionary entitled “The Crown Dictionary,” the origin of which 
is one of the points of dispute in the case. 

The complainant has since 1847 continuously published dic- 
tionaries which were either themselves revisions, abridgments 
or reductions of the work of Noah Webster, the well-known lexi- 
cographer, or of previous revisions of that work. The chief 
editions were published in 1847, 1864, 1890 and 1909. The 
theory of the suits is, that the name “Webster,” when applied 
to a dictionary at the present time, signifies to buyers throughout 
the country that the work is a compilation or abridgment pub- 
lished by the complainant company, which is either known by 
name, as the publisher, or whose identity is established in popular 
opinion as the publisher for many years singly responsible for all 
Webster's dictionaries. These suits were commenced in No- 
vember, 1911. In October of that year the defendant, The Syndi- 
cate Company, informed the complainant that there would be 
thereafter inserted in the title page the statement which had been 
required by the decree of the circuit court of appeals for the 
first circuit in a similar case against one Ogilvie, and that on 
the back of the dictionary would appear the name of the Syn- 
dicate Company. The defendant, Cupples & Leon Company, 
inserted the statement upon the title-page early in November, 
1911, and so informed the complainant; it had always, with 
one exception, printed its name on the back. The complainant 
not being satisfied with these concessions brought this suit. 


Hanp, D. J.—The complainant has never succeeded in get- 
ting from any court a decree which would forbid the publication 
of a “genuine” Webster dictionary in the form in which the 
defendants were selling theirs at the time these suits were started. 
The defendants had not only conformed in every way to the 
terms of the decree in the case of Merriam v. Ogilvie [159 Fed. 


Rep., 638], as it was finally entered, but they had advised the 
complainant of their submission to the law as there laid down 
and of their purpose in future to adhere to it. 
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The complainant brings this suit upon the theory that the 
book published (for the two books are nearly identical in con- 
tent), is in fact not based upon Webster's dictionary at all, that 
it has no right to be called Webster’s dictionary in any sense, 
and that it is a fraud to call it such. Indeed, they do not con- 
cede that any one has any right but themselves to use the word 
“Webster's” upon a dictionary, unless it be one of the original 
dictionaries published by Webster himself, and even in that case 
they insist that it must be distinguished by the statement that 
it is one of the original Webster's dictionaries, a fact which 
would probably destroy any possibility of its sale anyway. Their 
pretension extends even to the point of forbidding the sale of 
any dictionary honestly compiled upon Webster's original sources, 
since they assert that the name “Webster,” when applied to any 
such compilation or abridgment, necessarily implies their own 
responsible supervision and authorship. I have not, however, 
the least doubt at the outset in overruling so extreme an assertion 
as this. It is quite clear that any honest compilation or abridg- 
ment at the present time of Webster’s work is entitled to de- 
scribe itself as such, and that the most which the complainant's 
supposed right could in any case do, would be adequately to 
indicate that a work so described was not a compilation or 
abridgment by the original publishers of Webster's dictionary 
or their successors. Indeed, it is a preposterous assertion to say 
that the name ‘“Webster’s” as at present used by the complain- 
ants themselves does not indicate to the public mind that their 
work has some connection with Webster’s original work other 
than that they choose to publish it, or that it need not be the 
result of a legitimate literary descent from his original. In 
other words, even though the word indicates prima facie that 
the book is the complainant’s compilation, it also still indicates 
that it is a compilation with Webster as its original source, and 
it is in this sense that Judge Coxe spoke when he said that the 
word had two meanings, a proprietary and a descriptive. Nor 
is there any inconsistency in such a dual meaning; the word may 
mean ‘“Merriam’s compilation from Webster,” quite as well as 
“Merriam’s Compilation.” If it does, it must as well answer 
to one part of its definition as to another, in short, it must be a 





| 
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compilation from Webster, or it is a fraud. I pay not the least 
attention to those witnesses who say that it means only “Mer- 
riam’s Compilation.” If the name “Webster” has this descrip- 
tive significance, it is quite clear that it will also honestly 
describe any actual compilation from any one of Webster's dic- 
tionaries, provided that some suffix be added to distinguish the 
compilation from Merriam’s. The word need not by any means 
be confined to the original work of \Webster himself. Indeed, 
the only authority which has ever independently given the com- 
plainant any trade rights in the name “Webster,” itself refused 
absolutely to forbid the defendant from using the name upon 
what was in every sense a compilation. In Merriam v. Ogilvie, 
149 Fed. R., 860, Judge Colt says that Ogilvie’s work was an 
enlarged and revised edition of the Webster of 1847. Now the 
edition of 1847 was not by any means a Simon-pure Webster, 
for its title page asserts that, although it contained the whole 
vocabulary of the first edition in two volumes, the entire correc- 
tions and improvements of the second edition (both by Noah 
Webster), it had been revised and enlarged by Chauncey A. 
Goodrich. Just what the abridgment from two volumes to one 
involved and just what was the revision and enlargement of 
Goodrich which accompanied the abridgment added does not 
appear, but it does appear that the work which the circuit court 
of appeals of the first circuit permitted to bear the name ‘“Web- 
ster’ had passed through two revisions of one sort or another, 
and this is enough to dispose of the assertion that the only work 
which may be called “Webster” is some book just as it left 
the hands of Noah Webster. 

The first question, therefore, which arises is, whether the 
dictionary in question was based upon Webster's original work in 
such sense that it is entitled to be known by that name. In the 
solution of this question I am not disposed to enter into any nice 
considerations of a literary character, such, for example, as 
Professor Peck suggests, as to what creates a Webster's dic- 
tionary, for it is quite clear that whatever scholars may think, 
the public generally—and it is the public with whom we are 
now concerned—mean something else by the words in question. 
What is it that they do mean, either by a Webster's dictionary 
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or a dictionary based upon Webster's? It seems to me that they 
mean the way the book has been made up more than its present 
contents, its history rather than its present identity with its 
source. The word at least denotes what | should call literary 
descent from Webster’s original books; that is, that each book 
in the series of which this is the last, was made up by its author 
with its predecessor before him, only changing the spelling, defi- 
nition, vocabulary and the rest as his opinions, and learning, 
indicated to him that changes were required to adapt the book 
to the present; and that this succession goes back without break 
to some work by Webster himself. Nor is it indeed possible 
for the complainants to take any other position than this without 
putting themselves in the position of foisting upon the public a 
spurious work. Their own last edition, that of 1909, is a book 

with 
which Noah Webster had anything to do. They have the alter- 
native of accepting the definition of “Webster” as indicating 


this kind of descent, or of maintaining that “Webster” means any 


of almost totally different literary contents from any book wit! 


work of theirs, and has no descriptive significance whatever. 
Otherwise they are within the rule in the California Fig Syrup 
case. Of course, a “Webster” dictionary must own Webster 
as its father originally; and in the case at bar, although the 
hereditary of the complainants’ 1909 Webster is all that gives 
it its character as a Webster, yet it still has that character, re- 
mote now as the content may be. The complainant is in no 
position to deny a purely descriptive use of the word to any 
other dictionary which is as legitimate as its own. The constant 
iteration that all such are “bogus” or not “genuine” is merely a 
childish extravagance 

Now, does the defendants’ book answer this description as 
well as the complainant’s? The complainant has established be- 
yond any question, in my judgment, that the immediate basis 
of the Crown dictionary was the British Empire dictionary, 
‘ which has been put in evidence in this case, and which was edited 
by the Rev. E. D. Price, F. G. S. The proof of this consists 
in the identity of the literary matter between the two, which 
is so great as to be substantially identical. The parties in taking 
testimony have proceeded upon the assumption that the kinship 
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between dictionaries may be ascertained by examining the verbal 
identities in the contents. Thus, at what must have been an 
appalling labor, they have each prepared tables showing the 
identity of subject-matter between the defendants’ book and 
others. It so happens under the complainant’s table, that of 
all those examined the closest in content to the British Empire 
dictionary is Ogilvie’s Imperial dictionary of 1883. The similar- 
ity of contents extends to 70% of literal identity; that is to say, 
70% of the contents of the British Empire dictionary appears 
verbatim in the Imperial. The identity in the case of the Con- 
cise Oxford is only 28% and of what I am tempted to call the 
non-Websterian group, ranges from there to about 40%. Con- 
sidering the difference in time of their appearance, this identity 
with the Imperial is adequate prima facie proof that the former 
is the literary descendant of the other, and in the absence of con- 
tradiction justifies me in so assuming, when compared with the 
extremely low percentages of the other more or less contem- 
poraneous works. Certainly one who advertises that work as 
a Webster which has scarcely any of Webster’s matter within 
its covers can not afford to be too meticulous. It also so happens 
that the first edition of the Imperial dictionary published in 
1850 is in evidence written by the well-known lexicographer, 
John Ogilvie. The title page of this work says that it is “On 
the Basis of Webster’s English dictionary,’ while the preface, 
dated December, 1849, more fully states the sources. Thus, on 
page ili of this preface appears the following: “In adopting 
Webster’s dictionary as the basis of the Imperial dictionary, 
the great object of the editor in preparing the latter has been 
to correct what was wrong and to supply what was wanting 
in Webster in order to adapt the new work to the present state of 
literature, science and art. Accordingly, every page of Web- 
ster has been subjected to careful examination, numerous altera- 
tions and emendations have been made, a vast number of articles 
have been re-written, very many of Webster’s explanations of 
important terms have been enlarged and many new and correct 
definitions of others given; new senses have been added to old 
words where they were found wanting, and a multitude of new 
words and terms have been introduced, especially in the scientific 
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and technological departments, so that to Webster’s addition of 
twelve thousand to Todd’s Johnson, a further addition has been 
made of at least fifteen thousand words and terms.” 

Now, that is exactly what I think the public means by a 
“Webster” brought up to the time of its publication, and it is 
in exactly this sense, and only in this sense, that the complain- 
ant has any right to continue to call its present dictionaries 
“Webster's,” whether or not it indicates the complainant’s own 
compilations when not accompanied by any suffix. Certainly 
Ogilvie could have called the Imperial dictionary either “Ogilvie’s 
Webster” or the “Imperial Webster” or any other kind of “Web- 
ster” that he wished. The successive editions certainly were 
Webster dictionaries and so were any smaller works, derived 
from those editions, whether abridgments, condensations, or the 
like. Nor does it seem to me to matter that the intermediate 
sources did not go by the name Webster. Here, for example, 
is a work which comes down by precisely the same kind of line 
of descent from Webster that the complainant’s present abridg- 
ments come, each individual in the line being formed from its 
predecessors by some accretion, some elimination, some amend- 
ment, till one reaches the work of Webster himself. When the 
public uses “Webster” does it understand that all the interme- 
diate steps shall have been so named? I hardly think so. Rather, 
it seems to me, it is the fact of its unbroken descent that the 
word implies. Rolfe, a concededly fair witness, was asked his 
opinion upon this question, and, while I should not feel in the 
least bound by it, I should be very glad to give it weight, if I 
could understand what he meant by his answers. He says it 
would justify the use of the title “Webster's dictionary” if the 
book were taken from Ogilvie; that is, if Ogilvie could be 
called an English Webster, but that, though justifiable, it was 
not a natural thing to do and that he personally, from a literary 
point of view, should not use it. So far as this means anything, 
it is that in the witness’ opinion the name could honestly be used. 
Therefore, I believe that the defendants have shown that their 
dictionary is really a Webster entitled to be so called quite as 
much as the Ogilvie’s in the suit of Merriam v. Ogilvie. Are 


the statements in Ogilvie’s preface competent as evidence? 
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Ogilvie's preface is, of course, an unsworn statement, and as 
such only hearsay testimony, which may be admitted only as an 
exception to the general rule. The question is whether there 
is such an exception. I have been unable to find any express 
authority in point and must decide the question upon principle. 
In the first place, I think it fair to insist that to reject such a 
statement is to refuse evidence about the truth of which no 
reasonable person should have any doubt whatever, because it 
fulfills both the requisites of an exception to the Hearsay Rule, 
Necessity and a Circumstantial Guarantee of Trustworthiness, 
Wigmore, Secs. 1421, 1422, 1690. As to necessity, it is a state- 
ment made by a man now dead about his own conduct in the 
compilation of his own work. I say he is dead, because he had 
completed a large dictionary some sixty-three years ago, and 
it is a fair presumption that he was at least thirty-seven vears 
old when the work appeared. Moreover, the dictionary of 
National Biography, which is certainly the standard work upon 
the subject, gives the date of his death as 1867. Besides Ogilvie, 
everyone else is dead who ever knew anything about the matter 
and could intelligently tell us what the fact is. It is true that 
internal evidence remains, but this very case shows that it 1s 
hard to be certain in one’s inferences from it. If this be not 
evidence, I can see no way of getting any better, and the fact 
can not be established at all. Surely the law is not so unreason- 
able as that. 

As to the trustworthiness of the testimony, it has the guar- 
antee of the occasion, at which there was no motive for fabrica- 
tion. A claim of originality might be suspicious, but one of obli- 
gation is not. Whether Ogilvie claimed as his source Johnson 
or Webster, was not a matter which he would be likely to mis- 
state. Ogilvie was a lexicographer of note and the ‘Imperial 
Dictionary” was for long, one of the standards of English speech, 
and there is in reason every ground for accepting as presumptively 
true a statement of this kind made at this time and place. The 
evidence is not conclusive as matter of law, a circumstance which 
many judges seem to forget in discussing the dangers of un- 
sworn testimony. Ogilvie may, of course, have been a 


inaligner; he may have been employed by unscrupulous pub 
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lishers to assert a derivation which was untrue, but such con- 
siderations would operate to exclude nearly all testimony ever 
given in a court of law. 

In spite of these considerations, however, if there be any 
absolute rule of law that forbids such proof, I may not regard 
it, whether or not I like the results. Now it is perfectly well 
settled that courts will use dictionaries and other reliable works 
of reference as occasion may require (Brown v. Piper, gt U.S... 
37; Nix v. Hedden, 149 U. S., 304; Western Assurance Co. v. 
Mohlman Co., 83 Fed. R., 811 (C. C. A., 2d Cir.) ; Koechle v. 
United States, 84 Fed. R., 448 (C. C. A., 2d Cir.). They are 
accepted because the circumstances attending their preparation 


guarantee their reliability, but they remain none the less unsworn 
statements of fact or opinion 


1 


In the case at bar, Ogilvie’s definitions and spellings, which 
are only his opinions as to what En 


would 


lish usage then permitted, 
certainly be accepted in any court, and the only way in 
which | can rationally exclude his statement of the sources 
from which those opinions proceeded, is by finding some ground 


in reason for distrusting the one which does not apply to the 


other. There is no such ground, and the admissibility of the 
work as a reliable authority must carry with it the explanatory 
portions. It may be that on authority a statement quite discon- 
nected with the book’s substance would not go in, irrational 
though that result might be. Thus if Ogilvie had put in his 
preface that he married at the age of thirty, authority might 
rule it out, but if the law admits his learned opinions at all, 
it would, in my judgment, be quite absurd to refuse also to 


] 


admit his statement about their derivation. That one should 


admit his conclusions as reliable, but not his statements of the 


1 


means by which he reached them, is more of a strain than the 
law of evidence can carry. 

The attitude of the circuit court of appeals for the second 
circuit upon such questions is liberal rather than narrow, /V est- 
ern Assurance Co. v. Mohlman Co., supra, 820, 821. Wigmore, 
Secs. 1691-1701, while recognizing that upon authority the mat- 
ter is doubtful, takes, as he always does, a wise and rational 
view towards such proof. I can find no controlling authority 


su icine 
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which requires me to reject the statements as evidence and | 
shall accept them as such. 

Therefore the defendants had the qualified right to call 
their books “Webster’s,” provided they properly distinguished 
so as to cut out the secondary meaning, and the only question 
which can remain is, whether the statement upon the title page 
of the books is sufficient notice, since the books were properly 
marked upon the back. The form of the notice is that set forth 
in the final decree of the circuit court for the district of Mas- 
sachusetts as contained in [G. & C. Merriam Co. v. Saalfield |, 
190’ Fed. R., at page 931. The only criticism which I can 
make upon the printing at the top of the page is that it is in 
rather small type. Had the attitude of the complainant been 
different when the defendants approached it with a view of adapt- 
ing their make-up to the terms of the Massachusetts decree, | 
might now be willing to take up the question whether that notice 
ought not to be more conspicuous upon the page, but I am not 
disposed to indulge this complainant in such a way in the case 
at bar. When the defendants each approached its officers in a 
bona fide effort to accommodate themselves to the utmost rights 
which the complainant had up to that time enjoyed, they were 
met with a demand for absolute discontinuance of the name; 
they are met with it here. This was illegal and had been so 
adjudged against the complainant in the very decree which is 
the basis of any supposed right it may have in the name, 
“Webster.” It certainly by such a claim absolved the defend- 
ants from any nice adaptation of their typography to the terms 
of that decree, and I shall not inquire whether it gives the fullest 
protection to which the complainant is entitled. 

I have decided this case upon the assumption that the word, 
“Webster,” had acquired a secondary meaning indicating at 
once the derivation of the work and its responsible compiler. 
That assumption I make in deference to the decision in the 
first circuit [G. & C. Merriam Co. v. Ogilvic, 159 Fed. Rep., 638], 
though it is in no sense authoritatively binding upon me. There 
are several reasons why, if it were necessary, I should not hesi- 
tate to re-examine that question of fact. In particular the de- 
fendant in that case did not contest the question, at least, after 
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the first decision, as his briefs show, nor did he contest it in the 
case in the sixth circuit [G. & C. Merriam Co. v. Saalfield, Re- 
porter, Vol. 2, pp. 1, 443]. Moreover, the record must have 
been quite different in that case for Judge Colt to say that no 
one but the complainant published any Webster dictionaries be- 
tween 1847 and 1889, a fact abundantly disproved in the case 
at bar. I need not here decide the question of secondary mean- 
ing, and I accept, since it has not been necessary to question it, 
the result of the decision in the first circuit, which is the first 
success the complainant has ever had in its long and persistent 
efforts to establish a monopoly over the word “Webster.” Nev- 
ertheless, this case can never be truthfully cited as in the slightest 
degree contributing to the establishment of that result, or indi 
cating that I assent in any way to the claim of secondary mean 
ing. That question I leave exactly as I find it, without deciding 
that the meaning exists, that it does not exist, that it has been 
proved, or that it has not been proved. 

I have looked over all the advertisements of the Syndicate 
Publishing Company, which make a very shoddy kind of appeal, 
but after the date when the defendants attempted to come to 
terms with the complainant they appear usually to bear the 
addition which the complainant procured as the measure of its 
relief in the Ogilvie case. As to those which do not and which 
for the most part are in the form of news articles, | find no 
evidence to contradict the bona fides of the defendant's efforts 
to conform the advertisement with the decree and I am not dis 
posed to charge them with such as continued to appear. The 
prominence and form of the suffix must be held satisfactory in 


view of the complainant’s attitude towards the defendant when 


1 


approached and its illegal claim of a monopoly in the name. If 
the defendant was content to yield to the terms of the Ogilvie 
decree, it might upon the complainant’s demand have been sub 
ject to some modification of its advertisements as of its title- 
page. That right justified no such proceeding as this, designed 
to do just what the complainant was forbidden to do in the 
first circuit. 

As to the Cupples & Leon Company, I am in more doubt. 


[he testimony of Leon is of very unsatisfactory character and 
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his claims to a dictionary upon which the defendant had done 
any substantial work are not justified. The advertisements are 
not warranted by the facts, for it is in no sense the modern 
book it professes to be. I do not believe that the defendant 
knew or in the least cared what was its contents, if it would sell as 
an up-to-date book. However, that gives no right to the complain- 
ant, so long as its own limited use of the name is not infringed. 
None of the advertisements attempt to pass off the books as 
the complainant’s, and it can not object that the public is buy- 
ing as a modern Webster substantially the old Crown dictionary. 
The law may some day protect one man who sells a sound quality 
of goods so described against another who sells an unsound 
quality, dishonestly described, but it has not done so yet. Now 
we trust to the public to find out that they have been hoodwinked 
and to distinguish. Moreover, it does not certainly appear that 
the defendant is responsible for its customers’ advertisements. 


Both bills will be dismissed with costs. 


Coca-CoLta Co. v. NASHVILLE Syrup Co. 
( 200 Fed Rep., 53 ) 
District of Tennessee, April 4, 1912. 


1. Trape-MARK—VALIDITY—“Coca-Cora.” 
Whether the name “Coca-Cola” is descriptive, or merely suggestive 
and in effect an arbitrary term, quarere. 
2. Ten-YEAR MARK—EFFECT OF REGISTRATION. 
The effect of the ten-year proviso of the act of 1905 is to give to 
a mark lawtully registered under it the status of a valid trade-mark, 
creating a conclusive presumption that the mark has acquired a sec- 
ondary meaning as indicative of the goods of the registrant 
\cT OF 1905—CONSTITUTION ALITY. 
The ten-year clause of the act 1s not discriminatory, but is based 
on a reasonable and sound distinction, and is constitutional 
4. DEFENCE—CONTRACT IN RESTRAINT OF TRADE 
The alleged illegality of the complainant’s dispensing contracts is 
no ground for denying relief against the infringement of its trade 
marks, 
5. INFRINGEMENT—USE OF INFRINGER’S NAME. 
The addition of an infringer’s name to a trade-mark, in place of 
that of the owner, does not make such use any the less an infringe 
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6. PRELIMINARY INJUNCTION—SECURITY. 
It is proper for the court, upon granting a preliminary injunction 
to require an undertaking conditioned for the payment of a fixed sum 


as liquidated damages, in case it is ultimately determined that the 
njunction was improperly granted. 
equity. n motion for a preliminary injunction. Fo 
In equity. On motion fot preliminary injunction. For 
opinion on final hearing see Trade-Mark Reporter, Vol. 2, p. 
318. 


andler, Thompson & Hirsch, of Atlanta, Ga., and Pritchard 
& Sizer and Chambliss & Chambliss, all of Chattanooga 
Tenn., for plaintiff. 
I. R. Chambers, E. J. Smith, Jno. R. Aust, and Perkins 
Baxter, all of Nashville, Tenn., for defendant. 


SANDFORD, District Judge-—As counsel for both parties have 
stated that they desire a final hearing at an early date at which 
the affidavits used at the hearing of this motion are to be 
largely used as evidence, I shall, in ruling upon this motion, 
merely state in a general way the conclusions which I have 
reached after a careful consideration of the motion and argu- 
ments and briefs of counsel in reference thereto, without elab- 
oration. 

1. The question whether the compound word “Coca-Cola” 
is so descriptive of the constituents of the beverage that it was 
not originally subject to appropriation as a trade-mark is one of 
such doubt that if this were the only question in the case, the 
complainant would not, I think, be entitled to a_ preliminary 
injunction, in accordance with the view suggested by Judge Grubb 
in his memorandum opinion in Coca-Cola Co. v. Deacon Brown 
Bottling Co., 200 Fed., 105, in the United States district court for 
the northern district of Alabama; although I incline to the view, 
that, on account of the absence of a definite popular meaning of 
either the words “coca” or “cola” at the time this compound 
phrase was first appropriated as a trade-mark or at the present 
time, as indicating either coca leaves or cola nuts or any particu 
lar constituents of the coca leaf or the cola nut, or any definite 
compound of the same, the word “Coca-Cola” should be regarded, 
at the most. as merely suggesting the elements of the compound 


and not as descriptive of its contents, and as in effect an arbitrary 
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combination of words not describing the elements of the com- 
pound to the popular mind, but serving merely to identify it as a 
trade-mark name. 

2. It is, however, unnecessary to determine this question 
upon this motion, for the reason that I am of opinion that the 
validity of this trade-mark is sufficiently established for the 
purpose of a preliminary injunction by the registration of this 
compound word as a trade-mark by the complainant in 1905, 
after the passage of the act of February 20, 1905, c. 592, 33 
Stat., 724 (U. S. Comp. St. Supp., 1911, p. 1459). and by the 
evidence of the actual and exclusive use of these words as a trade- 
mark by the complainant and its predecessors in inter-state com- 
merce for ten years preceding the passage of that act. [vy such 
actual and exclusive use this compound word acquired at least 
a secondary meaning indicative of the origin and manufacture 
of this compound by the complainant and its predecessors in 
title. 

The effect of the proviso in Section 5 of the act of 1905 was 
to make a name subject to registry as a valid trade-mark, throug! 
such prior use, even although the words were originally merely 
descriptive and not the subject of a valid trade-mark. Thaddeus 
Davids Co. v. Davids (C. C. A., 2), 178 Fed., 801, 102 C. C. A., 
249; Coca-Cola Co. v. Bottling Co., supra. And while it was 
held by Judge Hand in American Lead Pencil Co. v. Gottlieb 
(C. C.), 181 Fed., 178, that the prior exclusive use for ten years 
created a presumption of secondary meaning, more recently, on 
the final hearing in the circuit court, in Thaddeus Davids Co. v. 
Davids, reported in the Trade-Mark Reporter for October, 1911, 
p. 215, it was held by Judge Hough, in accordance with the opin- 
ion of the court of appeals on demurrer, above cited, that a mark 
registered under the act of 1905, after such ten years prior 
exclusive use, becomes a valid trade-mark. This view is strength- 
ened by the fact of the change in the bill as first reported by 
the patent committee of the House of Representatives to the 
form in which it was finally enacted by an amendment by which 
the words “lawful use” were changed to “exclusive use,” as 
appears from a note on page 219 of the above-mentioned Re- 


porter. 
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3. Even if it be assumed that the constitution prohibits con- 
gress from enacting discriminatory legislation, a question re- 
served without decision in District of Columbia v. Brooke, 214 
U. S., 138, 29 Sup. Ct., 560, 53 L. Ed., 941, I am of opinion that 
Section 5 of the act of 1905, which in effect merely gives a con- 
clusive presumption of secondary meaning to a trade-mark in 
actual and exclusive use for a period of ten years, is not dis- 
criminatory or based upon an arbitrary classification, but upon 
a reasonable and sound distinction, and that there is no valid 
constitutional objection to the validity of this section. Coca- 
Cola Co. v. Bottling Co., supra. 

1. As this suit does not involve the enforcement of the dis 
pensing contracts of the complainant, the alleged illegality of such 
contracts under the Anti-Trust act is not a ground for denying 
the complainant relief against an infringement of its trade-mark. 
Coca-Cola Co. v. Bottling Co., supra. 

5. A ground for denying the injunction is not established by 
any sufficient evidence showing: the introduction of a deleterious 
substance in the complainant's compound. Coca-Cola Co. v. Bot- 
tling Co., supra. 

6. I likewise find no sufficient ground for denying the in- 
junction in the use by the complainant of the word “nutrient” in 
the application for trade-marks. 


Therefore, being of opinion that the complainant has 
shown a valid trade-mark in the words “Coca-Cola,” of which 
the infringement by the defendant is clear (Battle & Co. v. 
Finley |C. C.], 45 Fed., 799; Eagle White Lead Co. v. Pflugh 
[C. C.], 180 Fed., 579, and many other cases), it follows that a 
preliminary injunction should issue to prevent the infringement 
thereof by the defendant pending this litigation by the use of the 
word “Coca-Cola” as part of the name of its compound. Coca- 
Cola Co. v. Bottling Co., supra. The addition of an infringer’s 
name to a trade-mark in place of the owner’s does not render 
the unauthorized use of it the less an infringement. Menende: 
v. Holt, 128 U. S., 514, 9 Sup. Co., 143, 32 L. Ed., 526. 

8. And while I incline to the opinion that in view of the 
similarity of the defendant’s labels to those of the complainant 
in the prominent use of the word “Coca-Cola,” and the fact 
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that the defendant by giving its compound the name Coca-Cola 
and selling it to the proprietors of soda fountains at which it 
is dispensed without an opportunity on the part of an ordinary 
customer to see the label, leads, as a natural consequence, to 
the easy substitution by an unscrupulous dealer of the defend- 
ant’s syrup in lieu of the complainant’s beverage where the 
customer merely asks for Coca-Cola, intending to obtain the 
complainant’s beverage, commonly known under that distinctive 
name, the complainant has made out a case entitling it likewise 
to a preliminary injunction to restrain unfair competition, inde- 
pendently of the question of the validity of its trade-mark, it is 
not now necessary to definitely determine this question. 


g. It is evident, however, that an injunction bond condi- 
tioned in the ordinary form to pay such damages as the defend- 
ant may suffer by the issuance of an injunction will not be a 
real protection, since, although damages to the defendant would 
probably be serious and genuine, they would be largely or wholly 
incapable of proof. In the recent case of Acme Acetylene Ap- 
pliance Co. v. Commercial Acetylene Co., 188 Fed., 89, in the 
United States district court for the eastern district of Michigan, 
Judge Denison, sitting at circuit, being of opinion that the dam- 
ages which would result to the defendants by the issue of an 
injunction, if it should turn out to be wrongful through the de- 
struction of their expected business for the current season, could 
be fairly anticipated to be $5,000.00, directed that the penalty 
of the bond should be $10,000.00, and that its condition should 
be such that if it should be finally determined either that the 
patent sued upon was invalid, or that the defendants were not 
acting in the infringement thereof, the complainants should pay 
the defendants the sum of $5,000.00 as and for liquidated dam- 
ages caused by the issuance of such preliminary injunction, and 
also such damages caused thereby in excess of $5,000.00 as might 
be assessed by the court in the cause in favor of the defendants 
and against the complainants on account of the issuance of the 
injunction. The form of this order was expressly approved by 
the circuit court of appeals in Acme Acetylene Appliance Co. v. 
Commercial Acetylene Co., 192 Fed., 321, 329, 112 C. C. A., 573. 
For similar reasons I am of opinion that the penalty of the in- 
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junction bond in this case should be $10,000.00, and that the 
condition of the bond should be that, if it should in this case 
be finally determined that the complainant has no valid trade- 
f the compound word “Coca-Cola,” or that 


mark in the use « 
the defendant is not infringing the same, or that the complainant 
is not entitled to an injunction to restrain the use of the word 
“Coca-Cola” by the defendant on account of unfair competition, 
the complainant will pay the defendant the sum of $5,000.00 
as and for liquidated damages caused by the issuance of this 
preliminary injunction, and also such damages in excess of 
$5,000.00 as may be assessed by the court in this cause in favor 
of the defendant and against the complainant on account of the 
issuance of this injunction. 
An order will be entered accordingly. 


Coca-CoLa Co, v. DEACON Brown Borriuine Co. 
(200 Fed. Rep., 105.) 
Northern District of Alabama, February 20, 1912. 


TeN-YEAR MARK—EFFECT OF REGISTRATION 
A mark registered under the ten-year clause of the trade-mark act, 
though descriptive, is entitled to protection, particularly when the ex 
clusive use during the ten-year period and the resultant secondary use 
are established. 
2. DEFENSE—CONTRACT IN RESTRAINT OF TRADE 
The illegality, under the Sherman anti-trust law, of the complain- 
ant’s dispensing contracts is no ground for refusing protection to its 
trade-marks 
I NFRINGEMENT—PARTIES 
Licensees of complainant are not necessary parties to a suit for 
infringement within their territory 
4. ACT OF I1905—CONSTITUTIONALITY. 
The act of 1905 is not unconstitutional 
5. INFRINGEMENT—PRELIMINARY INJUNCTION. 
Where the complainant’s rights are reasonably clear, a temporary 
injun_tion should be granted. The subsequent award of damages is an 
inadequate remedy 


7) 


In equity. On motion for a preliminary injunction. 


Pency, Benners & Burr, of Birmingham, Ala., and Candler, 
Thomson & Hirsch, of Atlanta, Ga., for complainant. 
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Samuel B, Stern, of Birmingham, Ala., and Perkins Bacter, 
of Nashville, Tenn., for defendants. 


Gruss, District Judge—The right of complainant to the use 
of the words “Coca-Cola” as a technical trade-mark under the 
act of 1881 is doubtful; at least, in view of the fact that the 
words are admittedly suggestive, and probably merely descriptive 
of the constituents of the beverage, and not subject to be ap- 
propriated as a trade-mark. On motion for a preliminary in- 
junction, the complainant is required to make his right clear, and 
under this claim has not succeeded in doing so to my satis- 
faction. 

The evidence, however, satisfied me that the complainant 
and its predecessors in title to the trade-mark have had actual 
and exclusive use of the combined words “Coca-Cola” for at 
least ten years preceding April 1, 1905, the date of the taking 
effect of the act of February 20, 1905. Under this act the trade- 
mark was again registered. The act, as construed, provides that 
ten years’ actual and exclusive user of the trade-mark confers 
the right to register it as a valid trade-mark, though the words 
are merely descriptive. For this reason, and in view of the fact 
shown by the affidavits, | think the complainant is entitled t 
the benefit of the trade-mark; it having been shown to have ac- 
quired a secondary meaning, indicative of origin and ownership 
or manufacture of “Coca-Cola” by complainant, by such user, 
in addition to the presumption, from a user of ten years before 
the enactment of the statute, that it had acquired such secondary 
meaning. 

Infringement is shown, if the trade-mark is valid, without 
conflict. The evidence does not show that a deleterious substance 
is included in the formula, or purposely introduced into the 
beverage, and there is not sufficient showing that complainant is 
disentitled to protection upon that ground. 

Alleged invalidity and illegality of the dispensing contract, 
because of the Sherman act, is no ground for denying the 
complainant protection against an infringement of its trade- 
mark, since awarding such relief does not involve the enforcement 


of the alleged illegal contract. 
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The licensees of complainant are not exclusive licensees, and 
hence not necessary, but at most only proper, parties; and as the 
Birmingham company is a citizen of Alabama, the making of 
it a party would deprive the court of jurisdiction of the case, 
so far as it seeks relief, at least, from unfair competition, and 
apart from the registered trade-mark. Merely proper and even 
necessary parties are not required to be joined, when the result 
is to defeat jurisdiction. Complete justice can be done as between 
the present parties to the bull. 


Complainant has sufficient interest in the subject-matter of 





the suit to maintain it. It retains title to the trade-mark and is 
directly interested in the infringement of it, with reference to 


even bottled goods, since the diminution of sales, by infringement 





of the bottlers, reflects on its sales to the bottlers. 

The act of February 20, 1905, does not seem to me to be 
open to the constitutional objections asserted against it by re- 
spondents. 

The probability of complainant's ultimate success seems to 
me great enough to justify the issue of the temporary injunction. 


\llowance of damages for infringement is an inadequate remedy 


to plaintiff, because of the impossibility of any accurate measure- 


ment of its accrued damages and the uncompensated inroad on 


| will by continued use of defendant’s mark. ‘The same 


its ot Of 
may be said of defendant's right to indemnity on an injunction 


bond. However, the defendant can continue its business, using 


a different mark, or none at all, so that there will not be a total 
interruption of its business; and the trial of the cause can be 
speeded to final order by any reasonable decree desired by defend- 
ant, and all reasonable protection given it by requiring the execu- 
tion of a proper injunction bond. 

| think the greater probability of injury, not capable of being 
indemnified against, is with the denial of the temporary in- 
junction. 
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Der Lonc Hook & Eve Co. v. AMERICAN PIN Co. 


(200 Fed. Rep., 66.) 


Southern District of New York, October 17, 1912. 


t. TRADE-NAME—NAME OF PATENTED ARTICLE. 
The name “De Long Hook and Eye” used in the sale of hooks 
and eves of which the former was covered by a patent, is a generic 


term and upon the expiration of the patent, its use becomes free to 


other manufacturers engaged in making and selling the same 

2. Unratr CoMPETITION—DreESSING oF Goops 
\ rival maker of an article sold under the trade-name applied to 
it during the lifetime of a patent is bound to so differentiate his 
goods from those of the original patentee that they may with ordinary 
care be distinguished one from the other 


goods 


In equity. On final hearing. 


Rushmore, Bisbee & Stern, of New York City (Charles E. 
Rushmore, of New York City, of counsel), for com- 
plainant. 

Edmund Wetmore and Oscar II’. Jeffery, both of New York 
City, for defendant. 


Maver, District Judge—In October, 1889, letters patent of 
the United States, No. 411,857, were issued to Charles F 


and 
Frank E. 


De Long, for an invention involving an improvement 
in hooks or fastenings for garments. 


In the same month the 
brothers De Long 


entered into a copartnership with a Mr. Rich- 
ardson, under the name of Penn Button Works, for the purpose 
of manufacturing and selling hooks and eyes under the above 
referred to letters patent, and these letters patent were duly 
assigned to the copartnership, which became the owners thereof. 
In May, 1891, the firm name of the copartnership was changed 
to that of Richardson & De Long Bros. 

Immediately after the organization of the firm in 1889, they 
commenced to prepare for the manufacture of hooks and eyes, 
and about March, 1890, they commenced the manufacture and 
sale thereof. In May, 1900, a corporation, under the name of the 
De Long Hook & Eye Company, was organized under the laws of 
West Virginia to take over the business of Richardson & De Long 
Bros., who assigned and transferred to said corporation the let- 
ters patent above referred to, together with all trade-marks and 
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other property rights belonging to said firm, and said corporation 
succeeded to all the interests and rights of Richardson & De Long 
Bros. in respect thereof. 


The firm of Richardson & De Long Bros. continued to manu- 


facture said hooks and eyes from March, 1890, until the organ- 


ization of the De Long Hook & Eye Company, and the latter 
company continued the manufacture and sale thereof until May, 
1907, when the West Virginia corporation transferred and as- 
signed to the complainant (a corporation organized under the 
laws of Pennsylvania) all of its interest in all of its letters pat- 
ent, together with all trade-marks and other property rights be- 
longing to the West Virginia corporation. Since then the com- 
plainant has been the owner of and has succeeded to all the rights 
and interest of Richardson & De Long Bros. and of the West 
Virginia corporation, and has continued the manufacture of 
hooks and eyes until the present time, and is still manufacturing 
and selling the same. 

The invention of De Long was simple, but ingenious, and 
proved a great commercial success. ‘This success was attained, 
probably, through a combination of the merit of the article with 
able and energetic business methods. Through the period of the 
seventeen years while the patent was alive, the De Long hook 
and eve had become very generally known, and with its clever and 
interesting advertising legends and catchwords had become fa- 
miliar, not alone to the wholesale trade, but as well to the retail 
trade, which consisted almost entirely of the women purchasers 
of articles of this kind. The defendant insists that it has the 
right to use the name “De Long Hook,” and that the manner in 
which it places its goods before the public is fair; while the 
complainant urges that it still possesses the sole right to the use 
of the designation the “De Long Hook,” and that the methods 
of the defendant constitute unfair competition. 

1. Upon the facts in this record, I am satisfied that the 
“De Long Hook” had become known to the public as descriptive 
of the patented article, and not as indicating the source of manu- 
facture, or, in other words, that the name or phrase had become 
generic, and that, when the complainant lost its monopoly by 
expiration of letters patent, it also lost the use of this generic 
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name, under the doctrine announced in Singer v. June, 163 U. S., 
169, 16 Sup. Ct., 1002, 41 L. Ed., 118. 

Complainant, however, insists that there are some distinc- 
tions between this and the Singer case. Since the year 1890, 
the words “De Long Hlook and Eve” have been used by com- 
plainant’s predecessor and by complainant, as applied to their 
hooks and eyes generally and to their other products; but that 
fact does not differentiate this case from the Singer case. The 
doctrine of the Singer case could be readily avoided, if it were 
held that, because the distinctive or generic name applied to the 
patented article was used on other goods, therefore that the 
original patentee could retain the use of that generic name for 
the patented article, after his letters patent had expired. 

No matter in what other connection the owner may have 
used the name, it must be remembered that one of the advantages 
of his patent monopoly has been to have his article known to the 
public by a name which in the public mind can only mean one 
thing as applied to that patented article, to wit, that it is the ar- 
ticle. When, during the life of the patent, the public bought 
a Singer sewing machine, it bought a machine of a particular 
character, and associated solely in the public mind with the 
machines made under the Singer patents. I am confident that 
the result in Singer v. June would not have been different, if 
the Singer Sewing Machine Company had sold thread or other 
articles in connection with the use of the machine or independent 
thereof. 

A more difficult question is presented by the contention of 
complainant that the defendant can not use the words “De Long 
Hook,” in view of the fact that those words have always been 
used in conjunction with the words “and Eye" so 
stitute the phrase “De Lonz Hook and Eye.” | 


as to con- 
have not been 
able to find any case in which this precise question has arisen, 
because in the Singer and other cases, similar in principle, the 


generic name involved was the full name, and not part of the 
name. “Rahtjens” paints, Holsapfels v. Rahtjens, 183 U. S.. 1, 
2 Sup. Ct., 6, 46 L. Ed., 49; “Fairbanks” scales, Fairbanks v. 
acobus, 14 Blatchf., 337, Fed. Cas. No. 4,608; “Tucker” spring 
beds, Tucker v. Boyington, Fed. Cas. No. 14,229; “Wheeler & 
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Wilson” sewing machines, Il’heeler Co. v. Shakespeare, 39 L. J. 
Ch., 36; “Mason” fruit jars, Jn re Consolidated Fruit Jar Co., 
14 O. G., 269. 

It is undisputed that the “eyes” are in some instances un- 
patented articles, and in other instances articles upon which pat- 
ents have not yet expired; and the question 1s, where the original 
name is conjunctive, may the defendant, or, in other words, the 
public, take part of that name, upon the theory that such part 
has been dedicated to the public use? 

The answer to this question must be found to some extent 
in the history of the use of the invention, and to some extent in 
the practical or commercial purpose of the article. The eye used 
upon a woman's garment has long been known to commerce, and 
the problem which De Long sought to solve, and ultimately did 
solve, was to invent a hook by which this eye could be caught 
in such a manner as to be efficient and as to prevent the tearing 
or abrasion of a garment. 

Prior to October, 1889, there were but two hooks in com- 
mercial use—one the Swan bill, and the other the Nichols; but, 
with a single exception, there was no hook in commercial use 
having a resilient spring tongue. That exception was a certain 
hook patent called the “Eagle Hook.’ That embodied a resilient 
spring tongue, which lacked, however, the features of the com- 
plainant’s hook, and was withdrawn from the market as a com- 
mercial failure. What, then, this particular trade was waiting for, 
and what De Long succeeded in inventing, was a successful 
ho« yx. 

In the patent specification (C. R., Plaintiff's Exhibit 1, lines 
10-17) the applicant said: 


“Ny invention consists of a hook or fastening for a garment, com 
posed of front and rear portions, or the hook proper and the shank, 
formed of substantially parallel sides or bars, and a tongue havin 


g its 


free end forming a loop coincident with the bend of the hook; said tongue 


ind loop being intermediate of said side bars.” 


And his claim was contined to a hook, as follows: 


“A hook, comprised of a hook proper and a shank, formed of sub 
stantially parallel bars, and a tongue having its free end forming a loop 
coincident with the bend of the hook, said tongue and loop being inter 
inediate of said side bars, substantially as described.” 
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Mr. Richardson, of complainant company, when asked: “X Q. 

When you called your patented product the De Long 
Hook and Eye, * * * it referred only to the hook ?”—an- 
swered: “Yes; it referred only to the hook.” (C. R., fol. 181.) 
Other references to the testimony will demonstrate that the pre- 
dominant purpose of the phrase “De Long [look and Eye” was 


to designate the hook made in accordance with the De Long 


[S5. 


patent, and it seems to me so conclusive on the facts in this 
case that the public has been educated to understand the De 
Long Hook as applying to the patented article under considera- 
tion that again it may be said the doctrine of the Singer case 
is applicable. 

Suppose, for instance, the Singer Manufacturing Company 
had sold its machines under the name “Singer Machine and 
Thread”; would the decision of the supreme court have been any 
different? Or again, to illustrate: Suppose the Rahtjens paint 
had been sold in connection with brushes under the designation 
“Rahtjens Paint and Brushes”; would that have made any differ- 
ence in that case?’ I think not, because it seems to me that the 
test is whether the additional name, as in this case, “and Eye,” 
refers to a separate article, and whether, to repeat, the name “De 
Long Hook” has become a generic name in association with 
the patented article. 

I conclude, therefore, on this branch, that the defendant has 
the right to the use of the name the “De Long Hook.” 

2. But, even though the patented article and the distinctive 
or generic name have become public property, the original own- 
ers are entitled to fair competition. The courts have assisted in 
the development of fairer commercial dealing, and definitions 
of unfair competition are to be found in so many cases that the 
theory and principles involved are well understood. The diff- 
culty lies in the application of those principles to a particular 
case. As said by Judge Gray in Ludlow Valve Mfg. Co. v. 
Pittsburgh Mfg. Co., 166 Fed., at page 29, 92 C. C. A., at page 
O3: 


“The power of courts of equity to restrain unfair competition is a 
very beneficent one, and is founded upon a basis of sound business 
morality. The opinion of the supreme court of the United States, in 
the Singer case, while recognizing the right to the use of the word 
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‘Singer,’ as a generic description of the article, makes emphatic recogni 
tion of the duty of the urt to require the name to be used in connection 
with such proper statements in advertisements, etc., as to guard against 
any possibility of deceiving the public as to the source of manufacture 
No arbitrary rules have ever been, nor ever can be, laid down by which 
courts of equity will furnish this protection. To establish such rules 
would, like definitions in the law, furnish the means by 
could successfully accomplish its ends. 
form of words to be used 


which fraud 
Courts of equity may require such 
connection with the appropriated name as 
will completely protect the rightful owner of that name from injury 
and the public from imposition, and a defendant so using the name has 
no just right to complain of any form of words in connection with the 
prevent appropriation 
other’s business enterprise and skill.” 


name, the only purpose and effect of which is to 


by him of the fruits of a1 


Just what constitutes unfair competition depends on the 
manner and method in which the article is placed before the pub 
lic, in connection with the character of the article, the circum- 
stances under which it is purchased, and the class of usual 
purchasers. A railroad, buying a locomotive engine, would pre- 
sumably give a fair degree of deliberation to the transaction, 
and it would not be easy to deceive the purchaser; but the case 
is quite different where the article is small, purchased without 
much attention, and under circumstances unlikely to place the 


purchaser on his cvuara. 


> 


The articles here under consideration are purchased in a 


large way by dressmakers and dealers; but the great purchasing 


public, as the evidence demonstrates, consists of women, who 
make these purchases usually from the notion counters of stores. 
If the general appearance and make-up of two articles of this 
character are similar, the purchaser rarely discriminates. 

t is true that no one can pre-empt simple and obvious de- 
signs; but the constant use of a particular style of lettering, the 
location of the name of the article or maker at a particular place 


on the article, the arrangement of the constituent parts of the 





article in a particular way, all combine to create an ipression 
upon what may be called the public eye. Although each one of 
these elements may be simple and open to anybody, the tout 
ensemble may have become so familiar as to be a valuable means 
of identifying goods and holding the market for them. 

It is sometimes difficult to draw the line between the keen 
and the unwary purchaser; but, in trying to determine how an 
article is placed before the public, it is important (if possible) 
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to see with the eye of the ordinary purchaser of the article in 
question. Colloquially stated, it seems to me that, when a woman 
goes to a store and picks up a card of De Long hooks, there 
should be something to suggest the inquiry: 


“Ts this the De Long hook? It does not look like the card I hay 
een used to buying.” 


e 
\ 


Thereupon the saleswoman can put forth her arguments, 
and say that it is the De Long hook, made by a different factory 
or company, but just as good as, or better than, the original, 
and so forth, and so on. That is fair competition, and, if the 
defendant's De Long hook is bought, then defendant is entitled 
to the fruits of such competition. 

But, if the ordinary purchaser of articles of this kind may 
readily be deceived, then the competition is unfair, and under 
such circumstances great injury might be done to complainant, 
and in course of time inferior material might be used in manu- 
facture, and the good reputation of the merchandise impaired. 
There is no suggestion here of inferiority of the merchandise 
of the defendant, but such a situation might at any time arise. 

Of course, when the defendant’s card (Complainant's E,x- 
hibit No. 4) is placed side by side with the complainant's various 
cards, and the eve is fixed upon these two cards, in comparison 
or contrast, there is no deception; but the goods are not sold in 
that way, and it seems to be agreed that the purchaser at retail 
of these cards buys hurriedly, and looks at the top line, as the 
place to which he or she has been accustomed to see the designa- 
tion “De Long Hook.” In two particulars it seems to me the 
card of the defendant should be corrected—one, in the character 
of the type, “The De Long Hook”; and the other, in the location 
of that phrase upon the card. 

It is true that complainant's card has introduced a shading 
of the letters which is absent from defendant’s card; but I have 
experimented a good deal, and I am confident that the shading 
is not so distinguishing in character as to relieve the general 
resemblance in the type used on both cards. It is easy, it seems 


to me, for defendant to use some other kind of type, which shall 


not be of the same character as the type used on complainant's 
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card, in so far as the words “The De Long Hook” are concerned. 
I am also satisfied that while many cards of all kinds of hooks 
have the name of the hook on the top line, and many do not, so 
that the location of the name of itself it not the sole right of 
any manufacturer, yet that the public has been so used to seeing 
this name upon the top line of the card that it is not fair for 
the defendant to have the name upon that line. I find no other 
respect in which the defendant has violated the rules of fair 
competition. The defendant is entitled to a card of the shape 
of that in evidence, and I[ think it is also entitled to card “eyes” 
on the same card with the hooks. I find nothing objectionable in 
the boxes or cartons. 

[ shall be glad if a decree can be agreed on between the par- 
ties, which shall regulate the form and appearance of the cards 
as indicated in this opinion. If not, a decree will be entered in 
accordance herewith, substantially on the principle of the decree 
in the Ludlow Valve case 
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In equity. On motion for a preliminary injunction. 


lise & Lichtenstein, for complainant. 
Hatch & Clute, for defendants. 


LAcOMBE, Circuit Judge.—Diversity of citizenship gives this 
court jurisdiction of the controversy as to the common-law 
trade-mark upon which complainants mainly rely. There seems 
to be practically no dispute as to their ownership of the trade- 
mark ‘“‘Rameses” as applied to cigarettes. There is no suggestion 


in that connection prior to the time when 


of any use of that wor 
complainants in 1895 began to manufacture cigarettes which they 
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designated by that name. And they have ever since used the 
name as distinguishing a brand of their cigarettes. The evi- 
dence as to the use by Baron Brothers in 1898 of the name 
“Radames” applied to cigarettes is unpersuasive; but even that 
use seems to have been discontinued prior to 1902, and for nearly 
ten years no one manufactured and sold cigarettes under that 
name. 

There is nothing in the case to sustain the plea of laches on 
the part of complainant. The sole question in the case is whether 
or not the use of the word ‘““Radames” as a name for cigarettes 
is an infringement of complainant’s trade-mark “Rameses,” simi- 
larly applied. There is no claim of any simulation of style of 
package, labels, etc. The only question is as to similarity of 
appearance and sound of the two names. That both names are 


historical is not material. There were plenty of names in Egyp- 


tian history which could be chosen as an arbitrary title for 
cigarettes of so-called Turkish tobacco, without selecting one suffi- 
ciently similar to “Rameses” to produce confusion. 

Since the question is one of trade-mark only, and not of 
unfair competition, it is not necessary for complainants to estab- 
lish fraudulent intent. The only question is: Will confusion be 
likely to result from the use of the name defendants have 
chosen ? 

It is stated, and apparently not disputed, that in popular 
speech both names are pronounced (or mispronounced) with 
the accent on the first syllable, and with both the other syllables 
short. Assuming that a person, even of average intelligence, 
who has smoked a cigarette given him by a friend and found it 
pleasing, is informed that it is the ““Ram’-es-es” brand, it seems 
a not unreasonable supposition that he might accept from a dealer 
a box which he is assured is of the “Rad’-am-es” brand, be- 
lieving it to be the same. To me, at least, this seems so likely to 
occur that infringement of complainants’ trade-mark seems ob- 
vious. 

Complainant may take an injunction against the use of the 
name ‘“Radames’”’ as the designation of a brand of cigarettes, but 
the operation of the injunction will be suspended for sixty days 
after the entry of the order. 
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